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DETAILED ACTION 

1. Claims 1-6, 8-13, 15-17 and 21-29 have been examined. Application 10/035,875 
(METHODS AND SYSTEMS FOR ELECTRONIC COUPON ISSUANCE 
TRANSMISSION AND MANGEMENT) has a filing date 11/09/2001 and Claims Priority 
from Provisional Application 60247104 (11/10/2000). 

Response to Amendment 

2. In response to Final Rejection filed 07/14/2005, the Applicant filed an RCE on 
10/17/2005, which amended claims 1, 8, 15, 17, 26, 29 and cancel claims 7, 14, 18-20. 
Applicant's amendment overcame the Section 101 rejection. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 8, 26 and 29 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Claims 8, 26 and 29 recites "determining the 
validity of using a second electronic coupon; comparing the electronic coupon with the 
second electronic coupon to determine which electronic coupon is preferred, wherein 
the benefit provided to the user corresponds to the preferred electronic coupon". 
Nowhere, in Applicant's specification said limitation is recited. Applicant's specification 
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page 28, lines 1-5 describes that various electronic coupons are analyzed for providing 
the greatest benefit to the user, but said pages do not mention comparing one coupon 
with another second coupon and determining which coupon is preferred. Applicant's 
specification only mentions that coupons are analyzed for providing the greatest benefit 
but does not mention anything else. 

Claim Rejections - 35 USC § 102 
4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

Claims 1, 3-11 and 13, 15-29 are rejected under 35 U.S.C. 102(b) as being 

anticipated by Faikowski (U.S. 5,905,246). 

As per claim 1 , Faikowski teaches: 

A system for utilizing an electronic coupon, the system comprising a vendor 
computer device configured to utilize the electronic coupon to provide a benefit (see 
column 4, lines 15-64); 

a purchaser computer device configured to communicate with the vendor 
computer device at a point of sale (see column 4, lines 15-64); and 

a short-range communications device coupled to the purchaser computer device 
to enable the communication with the vendor computer device at the point of sale (see 
column 4, lines 15-64); wherein at least one of (i) the vendor computer device and (ii) 
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the purchaser computer device is configured to manage the electronic coupon (see 
column 4, lines 15-64). 

As per claim 3, Faikowski teaches: 

A system as recited in claim 1, further comprising a secondary computer device 
configured to transceive the electronic coupon (see column 4 f line 63 - column 5, line 
38). 

As per claim 4, Faikowski teaches: 

A system as recited in claim 1, wherein said secondary computing device is at 
least one of (i) a server; and (ii) a personal computer (see column 4, line 63 - column 5, 
line 38). 

As per claim 5, Faikowski teaches: 

A system as recited in claim 1, wherein the purchaser computer device 
comprises at least one of (i) a cell phone; and (ii) a personal digital assistant (see 
column 6, lines 60-67). 

As per claim 6, Faikowski teaches: 

A system as recited in claim 1, wherein the communications device employs 
wireless communication (see column 6, lines 60-67). 
As per claim 8, Faikowski teaches: 

In a system that includes a purchaser computer device, a vendor computer 
device, and an electronic coupon, a method for utilizing the electronic coupon, the 
method comprising the steps for: 

providing the electronic coupon (see column 4, lines 15-64); 
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determining the validity of using the electronic coupon (see column 4, lines 14- 

64); 

if the electronic coupon is determined to be valid for use, providing a benefit to a 
user (see column 4, lines 14-64); 

determining the validity of using a second electronic coupon; comparing the 
electronic coupon with the second electronic coupon to determine which electronic 
coupon is preferred, wherein the benefit provided to the user corresponds to the 
preferred electronic coupon (see column 19, lines 39-67). 

As per claim 9, Faikowski teaches: 

A method as recited in claim 8, wherein the electronic coupon is provided from 
the purchaser computer device to the vendor computer device (see column 4, lines 14- 
64). 

As per claim 10, Faikowski teaches: 

A method as recited in claim 9, wherein the step for providing comprises at least 
one of the steps for: 

(i) scanning the electronic coupon (see column 3, lines 50-67); 

(ii) transmitting the electronic coupon via a wireless communication 
connection (see column 4, lines 6, lines 60-67); and 

(iii) transmitting the electronic coupon via a hard-wired communication 
connection (see column 6, lines 20-30). 

As per claim 1 1 , Faikowski teaches: 
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A method as recited in claim 8, wherein the step for determining comprises the 
step for verifying the identity of the user (see column 4, lines 1-8). 
As per claim 13, Faikowski teaches: 

A method as recited in claim 8, wherein the electronic coupon is provided from a 
secondary computer device (see column 5, lines 15-64). 
As per claim 1 5, Faikowski teaches: 

A method as recited in claim 14, wherein the step for comparing includes at least 
one of the steps for: 

(i) examining an expiration date (see column 19, lines 50-67); and 

(ii) determining which provides a greater benefit (see column 1 9, lines 50-67). 
As per claim 16, Faikowski teaches: 

A method as recited in claim 15, wherein the greater benefit is determined based 
on at least one of: 

(i) promptness in redemption; 

(ii) frequency of purchase; 

(iii) type of payment employed; 

(iv) one or more products presented for purchase; 

(v) one or more manufacturers of products presented for purchase; and 

(vi) one or more vendors of products presented for purchase (see column 1 9, 
lines 15-67). 

As per claim 17, Faikowski teaches: 
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In a system that includes a first electronic coupon, a first computer device that 
provides the first electronic coupon, and a second computer device that receives the 
first electronic coupon, a method for distributing the first electronic coupon, the method 
comprising the steps for: 

providing the first electronic coupon at the first computer device (see column 4, 
lines 15-64), wherein the step for providing the first electronic coupon comprises the 
steps for populating a database on a server with a plurality of downloadable electronic 
coupons, wherein the first electronic coupon is one of the plurality of downloadable 
electronic coupons (see column 5, lines 15-65).; 

selectively transmitting the first electronic coupon from the first computer device 
to the second computer device to enable a benefit to be provided to a user of the 
second computer device (see column 4, lines 15-64); wherein the step for selectively 
transmitting comprises the steps for: 

providing access to the database (see column 6, lines 20-30); 

receiving a request for downloading the first coupon from the data base (see 
column 6, lines 20-30); and downloading the first electronic coupon to in response to the 
request (see column 6, lines 20-30), wherein the request is initiated automatically based 
on preset criteria (see column 6, lines 60-67). 

As per claim 21 , Faikowski teaches: 

A method as recited in claim 19, wherein the request is selectively initiated by at 
least one of 

(i) the user (see column 6, lines 60-67); 
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(ii) a vendor; 

(iii) a manufacturer of a product; and 

(iv) a provider of a service. 

As per claim 22, Faikowski teaches: 

A method as recited in claim 19, wherein the step for downloading is performed 
across the Internet (see column 6, lines 20-30). 
As per claim 23, Faikowski teaches: 

A method as recited in claim 17, wherein the step for selectively transmitting is 
performed across a wireless communication (see column 6, lines 60-67). 
As per claim 24, Faikowski teaches: 

A method as recited in claim 17, wherein the first electronic coupon is an 
electronic data file stored locally on the second computer device (see column 6, lines 
60-67). 

As per claim 25, Faikowski teaches: 

A method as recited in claim 17, wherein the first electronic coupon is an 
electronic reference location on a network that references the first computer device to a 
location where the electronic coupon is stored (see column 6, lines 20-30). 

As per claim 26, Faikowski teaches: 

A computer program product for implementing within a computer system a 
method for utilizing an electronic coupon, the computer program product comprising: 
computer readable medium for providing computer program code means utilized to 
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implement the method, wherein the computer program code means is comprised of 
executable code for implementing the steps for: 

providing the electronic coupon (see column 4, lines 15-64); 

determining the validity of using the electronic coupon (see column 4, lines 15- 

64); 

if the electronic coupon is determined to be valid for use, providing a benefit to a 
user (see column 4, lines 15-64); determining the validity of using a second electronic 
coupon; and comparing the electronic coupon with the second electronic coupon to 
determine which electronic coupon is preferred, wherein the benefit provided to the user 
corresponds to the preferred electronic coupon (see column 19, lines 39-67). 

As per claim 27, Faikowski teaches: 

The computer program product as recited in claim 26, further comprising 
computer program code means comprised of executable code for implementing the step 
for tracking information (see column 5, lines 15-64). 

As per claim 28, Faikowski teaches: 

The computer program product as recited in claim 26, further comprising 
computer program code means comprised of executable code for implementing the step 
for providing a notification relating to the electronic coupon (see column 24, lines 20- 
55). 

As per claim 29, Faikowski teaches: 

A computer program product for implementing within a computer system a 
method for distributing the electronic coupon, the computer program product 
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comprising: computer readable medium for providing computer program code means 
utilized to implement the method, wherein the computer program code means is 
comprised of executable code for implementing the steps for: 

providing the electronic coupon at a first computer device (see column 4, lines 
15-64); 

selectively transmitting the electronic coupon from the first computer device to a 

second computer device to enable a benefit to be provided to a user of the second 

computer device (see column 4, lines 15-64); determining the validity of using a second 

electronic coupon; and comparing the electronic coupon with the second electronic 

coupon to determine which electronic coupon is preferred, wherein the benefit provided 

to the user corresponds to the preferred electronic coupon (see column 19, lines 39-67). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 2 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Faikowski (US 5,905,246) in view of Kepecs (US 6,330,543). 
As per claims 2 and 12, Faikowski teaches: 
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A system as recited in claim 1, but fails to teach further comprising a biometric 
input device coupled to the purchaser computer device for positive identification of a 
user. However, Kepecs teaches a system that uses biometric identification for positive 
identification of a user (see column 12, lines 5-15). Therefore, it would have been 
obvious to a person of ordinary skill in the art at the time the application was made, to 
know that Faikowski would use the Kepec 's biometric identification system to allow the 
provider of the coupon card services to identify each individual to whom a coupon card 
is registered. Biometric identification would replace the use of identification numbers to 
positive identify users. 

Response to Arguments 

6. Applicant's arguments filed 10/17/2005 have been fully considered but they are not 
persuasive. The Applicant argues that Faikowski does not teach a purchaser computer 
device that is configured to manage electronic coupons. The Examiner answers that 
Faikowski teaches a coupon card that is configured to manage electronic coupons (see 
figure 4a; column 3, lines 50-67). 

The Applicant argues that Faikowski does not teach determining the validity of 
using a second electronic coupon and comparing the electronic coupon with the second 
electronic coupon to determine which electronic coupon is preferred, wherein the benefit 
provided to the user corresponds to the preferred electronic coupon. The Examiner 
answers that said limitation is not described in Applicant's specification. However, 
Faikowski teaches in column 19, lines 50-67 a system that after an analysis of various 
coupons determines to redeem a technically non-redeemable coupon. Therefore, 
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Faikowski analyzes various coupons for providing the greatest benefit to a user, similar 
to the Applicant's claimed invention. 

The Applicant argues that Faikowski does not teach "downloading the first 
coupon from the database and downloading the first coupon in response to the request, 
wherein the request is initiated automatically based on preset criteria. The Applicant 
further argues that Faikowski only discloses pre-selecting coupons but does not 
disclose the previous limitation. The Examiner answers that Applicant's specification 
page 27, lines 10-22 defines the term "preset criteria" as "In one embodiment, the 
purchaser may manually select the coupons that he/she wishes to download. The 
coupons are downloaded when the purchaser synchronizes his/her computer device 
with the coupon serve. Optionally, each time the purchaser subsequently synchronizes 
his/her device to the electronic coupon service, the types of coupons previously 
selected for download from the server are automatically loaded onto the user's 
computer device from the coupon service". Faikowski teaches in column 6, line 60 - 
column 4 the automatically downloading of electronic coupon to a user's device based 
upon user's pre-selection of coupons, similar to Applicant's definition of "preset criteria". 

The Applicant argues that Faikowski teaches only a consideration of more 
coupons, not a determination of validity and comparison. The Examiner answers that 
Faikowski teaches the validation of coupon, and the comparison of coupons for the 
purpose of selecting a valid coupon. 
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Conclusion 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 571-272- 
6720 and fax 571-273-6720. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ERIC W. STAMBER can be reached on 571-272-6724. The official Fax 
number is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Daniel Lastra 
November 21 , 2005 



